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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Omabha Steaks International, Inc.
Plaintiff Cancellation No. 92061474

Registration No, 4690144
Registration No, 4721723

Greater Omaha Packing Co., Inc.
Defendant

DEFENDANT'S MOTION TO COMPEL DISCOVERY

Defendant hereby moves for an Order concerning Plaintiff’s required responses to the

hereafter identified three sets of discovery requests.

THE DISCOVERY REQUESTS WHICH ARE
THE SUBJECT OF THIS MOTION TO COMPEL

(A} August 5, 2015 - Defendant's First Interrogatories.

Plaintiff’s responses were due to be served on Defendant’s attorney by September 4, 2015.
After not receiving any responses or communications of any kind from PlaintifP’s attorneys,
Defendant’s attorney on September 8, 2015 sent a communication to Plaintiff’s attorneys stating
that: “On the condition that Plaintiff responds to the August 5, 2015 First Interrogatories without

objecting to any interrogatory on the merifs by September 14, 2015, Defendant will not object to

the lack of timeliness of the interrogatory responses or file a motion to compel. Defendant will
not grant any additional extensions of time.” It is now past the extended September 14, 2015
deadline and Plaintiff’s attorneys have neither responded to the August 5, 2015 Defendant’s First

Interrogatories nor sent any communication of any kind to Defendant’s attorney. Therefore,



Defendant is filing this motion requesting an order compelling Plaintiff to respond to

Defendant’s First Interrogatories, such responses to be made without objections.

(B} August 5, 2015 - Defendant's First Request for Production of Documents and Things.

Plaintiff’s responses were due to be served on Defendant’s attorney by September 4, 2015.
After not receiving any responses or communications of any kind from Plaintiff’s attorneys,
Defendant’s attorney on September 8, 2015 sent a communication to Plaintiff’s attorneys stating
that: “On the condition that Plaintiff responds to the August 5, 2015 First Request for Production

of Documents and Things without objecting to any request on the merits by September 14, 2013,

Defendant will not object to the lack of timeliness of the request responses or file a motion to
compel. Defendant will not grant any additional extensions of time.” It is now past the extended
September 14, 2015 deadline and Plaintiff’s attorneys have neither responded to the August 5, 2015
Defendant’s First Request for Production of Documents or Things nor sent any communication of

any kind to Defendant’s attorney. Therefore, Defendant is filing this motion requesting an order

compelling Plaintiff to respond to Defendant’s First Request for Production of Documents and

Things, such responses to be made without objections.

(C) August 5, 2015 - Defendant's First Request for Admissions.

Plaintiff”s responses were due to be served on Defendant’s attorney by September 4, 2015.
Plaintiff’s attorneys have never responded in any way to the August 3, 2015 Defendant’s First
Request for Admissions or sent any communication of any kind to Defendant’s attorney regarding
that Request. Under Fed. R. Civ. P. 36(a)(3), and the relevant TBMP sections, failure to timely
respond to requests for admissions results in the following: the requests for admissions are deemed

to have been admitted. Therefore, Defendant is filing this motion requesting an order declaring

that, because Plaintiff failed to timely respond to Defendant’s First Request for Admissions, all

such requests are deemed to have been admitted.

Note — copies of all of the documents referred to above are attached in chronological order,



DEFENDANT'S GOOD FAITH EFFORT TO RESOLVE DISCOVERY DISPUTE

Pursuant to TBMP Section 532.02, Defendant’s attorney 1. Stephen Samuels has made a good
faith effort by correspondence to Plaintiff’s attorneys to resolve the issues presented in this motion,
but such efforts have not resulted in any agreement. For reasons best known to Plaintiff’s attorneys,

Plaintiff has not complied with the applicable Rules in providing discovery responses.

Defendant submits that it has fully complied with the requirements of TBMP Section 532.02
by making a good faith attempt to resolve the issues contained in this motion. Defendant has
provided Plaintiff with extensions of time to properly respond to the three sets of discovery requests.

Therefore, Defendant has been forced, for good cause shown, to file this motion for an Order

compelling Plaintiff to respond to Defendant’s August S, 2015 First Interrogatories and First

Request for Production of Documents and Things, all such responses_to be made without

objections by Plaintiff; said Order also declaring that, because Plaintiff failed to timely

respond to Defendant’s August 5, 2015 First Request for Admissions, all such Requests are

I. Stephen Samuels

Registration No. 20,919

Samuels & Hiebert LLC

Two International Place, 23rd Floor
Boston, MA 02110

Tel: (617) 426-9181 Ext. 107

Fax: (617) 426-9182

E-mail: ISS@SamuelsTM.com
Attorney for Defendant

deemed to have been admitted.

CERTIFICATE QF SERVICE

I hereby certify that the foregoing document was served upon the other party by e-mail on

September 15, 2015. 9

I. Stephen Samuels




Exhibits to Defendant's Motion to Compel Discovery
A. August 5, 2015 - Defendant’s First Interrogatories.

B. August 5, 2015 - Defendant's First Request for Production of
Documents and Things.

C. August 5, 2015 - Defendant's First Request for Admissions.

D. September 8, 2015 - Defendant's Attorney's Email to
Plaintiff's Attorneys.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Omaha Steaks International, Inc. Cancellation No. 92061474

Plaintiff Registration No. 4690144
v Registration No. 4721723
Greater Omaha Packing Co., Inc.

Defendant

DEFENDANT’S FIRST INTERROGATORIES

Pursuant to Rule 33 of the Federal Rules of Civil Procedure, Defendant hereby serves its
Interrogatories upon Plaintiff to be answered by Plaintiff under oath, said answers to be served

upon Defendant’s Attorney within 30 days of service hereof.

These Interrogatories shall be deemed to be continuing and Plaintiff shall be obligated to
change, supplement and amend its answers thereto as prescribed by Rule 26(e) of the Federal
Rules of Civil Procedure.

DEFINITIONS

For purposes of these Interrogatories, the following definitions shall apply:

(N “Defendant” means the Defendant, Greater Omaha Packing Co., Inc., its
corporate parent, subsidiaries, predecessors and affiliates, and its officers, directors, employees,

agents, representatives, attorneys and all other persons acting or purporting to act on its behalf, as
the

1.

A



context hereof may require.

(2) "Plaintiff* means the Plaintiff, Omaha Steaks International, Inc., its corporate
parent, subsidiaries, predecessors and affiliates, and its officers, directors, employees, agents,
representatives, aftorneys and all other persons acting or purporting to act on its behalf, as the

context hereof may require.

(3)  “All” means every one or at least the most recent five.

4 “Communication” means a message of any kind distributed by verbal, written,

printed, electronic or any other means.

(5) "Concerning" means referring to, describing, evidencing, constituting, relating to
or regarding,.
(6) "Document” means any medium in the possession, custody, or control of

Plaintiff upon which intelligence or information is recorded or from which intelligence or
information can be obtained, and is synonymous in meaning and equal in scope to the usage of
this term in Rule 34(a) of the Federal Rules of Civil Procedure.

(7 "Person” means any natural person or any business, legal or governmental entity
or association.

(8) “PTO” means the United States Patent and Trademark Office.
(9) “Showing” means demonstrating or evidencing or manifesting.
(10)  "Specify” means to provide full and detailed information.

(I11) "Thing" means any physical object other than a Decument.

(12)  “Trademark” means trademark or service mark or certification mark or
collective mark.



(13)

(14)

(13)

(16)

“Defendant’s 144 Mark™ means the Trademark shown in Reg. No. 4690144,
“Defendant’s 723 Mark” means the Trademark shown in Reg. No. 4721723,
“Plaintiff’s Mark” means the OMAHA STEAKS mark.

Where identification of a Document or Thing is required by use of the werd

"Identify," such identification should be sufficient to support a request for the production of the
Document or Thing under Rule 34 of the Federal Rules of Civil Procedure, and should include

by way of illustration but without limitation the following information, even if Plaintiff intends

to object to the production of said Document or Thing:

(a)
(b)
(c)
(d
(e)

®

(17)

the type of the Document or Thing, i.e., whether it is a letter, memorandum,
report, drawing, chart, etc.;

the general subject matter of the Document or Thing;

the name of the creator of the Document or Thing;

the date borne by the Document or Thing;

any numerical designation appearing on the Document or Thing, such as a
drawing number, sample number or file reference; and

if the Document or Thing is not in Plaintiff’s possession, custody, or control, the
identity, as defined herein below, of the Person having possession, custody or

control of said Document or Thing,

Where the identification of a Document or Thing is required by use of the word

"ldentify," then Plaintiff may, in lieu of identification, at the time Plaintiff serves its responses

to these discovery requests, mail to Defendant’s attorney the original of such Document or

Thing, or a legible copy or photograph of such Document or Thing, suitably labeled and

marked to show to which discovery request each Document or Thing is being produced in lisu

of identification.



(18)

Where the identification of an individual Person is required by use of the word

"Identify," such identification should be sufficient to identify the Person in a notice of taking

the deposition of such Person, and should include without limitation the following information

concerning such Person:

(a)
(b)
(c)
(d)
(€)

(19)

full name;

business address;

job title;

employer or professional affiliation; and

home address,

Where the identification of a Person, other than an individual, is required by use

of the word "Identify," such identification should be sufficient to identify the Person in a notice

of taking the deposition of such Person, and should include without limitation the following

information concerning such Person:

(a)
(b)
(c)
(@)
(e)

(20)

the full name or title;

principal place of business;

nature or type of entity;

the state of incorporation or registration; and

the principal business conducted by such Person.

Where an interrogatory calls upon a party to "State the Basis" of or for a

particular claim, assertion, allegation, or contention, the party shall:



(a)

(b)

(©)

(d)

Identify each and every Document (and, where pertinent, the section, article, or
subparagraph thereof), which forms any part of the source of the party's
information regarding the alleged facts or legal conclusions referred to by the
interrogatory;

Identify each and every Communication which forms any part of the source of
the party's information regarding the alleged facts or legal conclusions referred to
by the interrogatory;

state separately the acts or omissions to act on the part of any Person (identifying
the acts or omissions to act by stating their nature, time, and place and identifying
the Persons involved) which form any part of the party's information regarding
the alleged facts or legal conclusions referred to in the interrogatory; and

stale separately any other fact which forms the basis of the party's information

regarding the alleged facts or conclusions referred to in the interrogatory.

OBJECTIONS

If an objection is made to answering all or part of any Interrogatory, state the specific

grounds on which the objection is based, and answer the Interrogatory to the extent to which it is

not objected.



INTERROGATORIES

1. State the Basis for and comply with the requirements of Definition (20) of these
Interrogatories for the statements made in the Consolidated Petition for Cancellation submitted
by Plaintiff to the PTO on May 11, 2013, as follows:

(a) Paragraph 8: “Petitioner is a highly successful company...”

(b) Paragraph 8: *“...the OMAHA STEAKS mark is famous in connection with
Petitioner’s products and services.,.”

(c) Paragraph 13: “Petitioner has been continuously using one or more of its marks that
incorporate the words OMAHA and STEAKS...”

(d) Paragraph 14: “Petitioner has prior common law rights in OMAHA STEAKS as a
trademark...dating back to at least as early as 1952...”

(e) Paragraph 16: “As a result of this investment and the superior quality of its goods and

services, Petitioner’s OMAHA STEAKS marks have acquired a highly favorable reputation. ..”

2. Since January 1, 2010, has Plaintiff sold its OMAHA STEAKS beef products
directly to any wholesalers which are not owned or controlled by Plaintiff? If so, Identify

representative Documents Showing such sales.

3. During each of the years 2010, 2011, 2012, 2013 and 2014, what were Plaintift>s
annual amounts of gross sales of OMAHA STEAKS beef products sold directly to customers

other than general public consumers? If the answers are anything other than “zero,” Identify

representative Documents Showing such sales.



4. Since January 1, 2010, has Plaintiff ever made a single sale of its OMAHA STEAKS
beef products in which the total sales price exceeded $25,0007 If so, Identify all Documents

Showing said transaction.

5. Specify the steps by which Plaintiff acquires its beef, processes the beef, packages the

processed beef, sells the beef bearing the OMAHA STEAKS Trademark, and distributes such

beef to customers.

6. Has Plaintiff ever received any Communications addressed to Defendant?

7. How are Plaintiff’s OMAHA STEAKS beef products marketed in competition with

Defendant’s beef products?

8. How are Plaintiff’s or Defendant’s potential customers likely to become confused

because of Defendant’s use of Defendant’s 144 Mark?

9. How are Plaintiff’s or Defendant’s potential customers likely to become confused

because of Defendant’s use of Defendant’s 723 Mark?

10.  Other than the “Expert Report of Hal Poret” dated May 2015, has Plaintiff ever
commissioned a survey (or in any way caused a survey to be taken) in which the OMAHA

STEAKS Trademark was a surveyed Trademark? If 50, Identify the survey Documents.



11. Specify the approximate annual domestic sales amounts of OMAHA STEAKS meat

products during 2010, 2011, 2012, 2013, and 2014.

12. Since January [, 2010, has Plaintiff purchased boxed beef primal cuts from any

vendor? If so, Identify at least three such vendors.

13. Since fanuary 1, 2010, has Plaintiff sold any OMAHA STEAKS-branded boxed beef

primal cuts? If so, Identify Documents Showing up to five such sales.
14. How are Defendant’s 144 Mark and Plaintiff’s Mark similar in appearance?

15. How are Defendant’s 723 Mark and Plaintiff’s Mark similar in appearance?

I oo dRomicat

I. Stephen Samuels

Registration No. 20,919

Samuels & Hiebert LLC

Two International Place, 23rd Floor
Boston, MA 02110

Tel: (617) 426-9181 Ext. 107

Fax: (617) 426-9182

E-mail: ISS@SamuelsTM.com
Attorney for Defendant

CERTIFICATE OF SERVICE

I hereby certify that the foregoing document was served upon the other party by e-mail

on August 5, 2015, g

L. Stephen Samuels
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Omaha Steaks International, Inc.
Plaintiff

Greater Omaha Packing Co., Inc.
Defendant

DEFENDANT"S FIRST REQUEST FOR PRODUCTION OF DQCUMENTS AND THINGS

Cancellation No. 92061474
Registration No. 4690144
Registration No. 4721723

Pursuant to Rule 34 of the Federal Rules of Civil Procedure, Defendant hereby serves its
Request for Production of Documents and Things upon Plaintiff. Plaintiff is requested to produce,
make copies and mail such copies to Defendant’s attorney’s office within 30 days of service hereof,

of the following documents and things which are in Plaintiff’s possession, custody, or control.

These Requests shall be deemed to be continuing and Plaintiff shall be obligated to produce,

copy and mail subsequently discovered documents and things as prescribed by Rule 26(e) of the

Federal Rules of Civil Procedure.

For purposes of this Request, the definitions set forth in the accompanying Defendant’s First

Interrogatories shall apply.

DEFINITIONS



OBJECTIONS

If an objection is made to producing all or any part of a requested Document or Thing, state
the specific grounds on which the objection is based, and produce the requested Document or Thing
to the extent to which it is not objected, and provide a complete identification of the withheld

Document or Thing,

DOCUMENTS AND THINGS TO BE PRODUCED

1. All Documents and Things Identified in Plaintiff’s Answers to Defendant’s First

Interrogatories.

2. All Documents and Things Concerning or Showing any instances of actual customer

confusion as to source involving Plaintiff’s Mark and Defendant’s 144 Mark.

3. All Documents and Things Concerning or Showing any instances of actual customer

confusion as to scurce involving Plaintiff’s Mark and Defendant’s 723 Mark.

4. All Documents and Things Concerning or Showing Plaintiff’s purchases since January
1, 2010 of boxed beef primal cuts.

5. All Documents and Things Concerning or Showing Plaintiff’s sales since ] anuary 1,
2010 of boxed beef primal cuts.

6. All Documents and Things Concerning or Showing Plaintiff’s purchases since J anuary
1, 2010 of beef from fed cattle which were primarily sourced within a 250-mile radius of Omaha,
Nebraska.

7. All Documents and Things Concerning or Showing Plaintiff’s sales since January I,
2010 of beef from fed cattle which were primarily sourced within a 250-mile radius of Omaha,
Nebraska.



8. All Documents and Things Concerning or Showing Plaintiff’s purchases since January

1, 2010 of beef in which the beef was designated as Certified Angus Beef.

9. All Docnments and Things Concerning or Showing Plaintiff’s purchases since January

1, 2010 of beef in which the location of the plant where the beef was processed was shown.

10. All Documents and Things Concerning or Showing Plaintiff’s sales since January 1,

2010 of OMAHA STEAKS-branded boxed beef primal cuts.

11. AllDocuments and Things Concerning or Showing any surveys taken since January 1,
2010 Concerning the OMAHA STEAKS trademark or brand or name, other than the “Expert Report
of Hal Poret™ dated May 2015.

12. All Documents and Things Concerning or Showing that since January 1, 2010 any of
Plaintiff’s customers or potential customers Specified that Plaintiff and Defendant were related or

affiliated in any manner.

13. All Documents and Things Concerning or Showing any federal court or PTO decisions
in which the OMAHA STEAKS trademark was Specitied to be “famous” or “strong,”

14. All Documents and Things Concerning or Showing any federal court or PTO decisions
in which the OMAHA STEAKS trademark was Specified to be “not famous” or “weak.”

15. All Documents and Things Concerning or Showing or in any way supporting
Plaintiff’s allegation contained in Paragraph 7 of the Consolidated Petition for Cancellation in this

proceeding,

16.  All Documents and Things Concerning or Showing or in any way supporting
Plaintiff’s allegations contained in Paragraph 8 of the Consolidated Petition for Cancellation in this

proceeding.



17. All Documents and Things Concerning or Showing or in any way supporting Plaintiff’s
allegations contained in Paragraph 13 of the Consolidated Petition for Cancellation in this

proceeding.

18. All Documents and Things Concerning or Showing or in any way supporting Plaintiff’s
allegations contained in Paragraph 14 of the Consolidated Petition for Cancellation in this

proceeding.

19. All Documents and Things Concerning or Showing or in any way supporting Plaintiff’s
allegations contained in Paragraph 15 of the Consolidated Petition for Cancellation in this

proceeding.

20. All Documents and Things Concerning or Showing or in any way supporting Plaintiff’s
allegations contained in Paragraph 16 of the Consolidated Petition for Cancellation in this

proceeding.

21. All Documents and Things Concerning or Showing or in any way supporting Plaintiff’s
allegations contained in Paragraph 17 of the Consolidated Petition for Cancellation in this

proceeding,

22. All Documents and Things Concerning or Showing that Plaintiff used Plaintiff’s Mark
prior to December 31, 1968,

23. All Documents and Things Concerning or Showing that Plaintiff used Plaintiff’s Mark
since at least as early as May 31, 1965,

24. All Documents and Things Concerning or Showing that Plaintiff has common law rights
in Plaintiff’s Mark dating back to at least as early as 1952,

25. All Documents and Things Concerning or Showing that any predecessor of Plaintiffs or
that Plaintiff itself ever used Plaintiff’s Mark between 1952 and 1967.



26. All Documents and Things Concerning or Showing that Plaintiff established rights in

Plaintiff’s Mark prior to 1968.

27. All Documents and Things Concerning or Showing that Plaintiff acquired rights in
Plaintift’s Mark prior to 1968.

28. All Documents and Things Concerning or Showing the similarity of Defendant’s 144

Mark and Plaintiff’s Mark as to commercial impression.

29. All Documents and Things Concerning or Showing the similarity of Defendant’s 723

Mark and Plaintiff’s Mark as to commercial impression.

30. All Documents and Things Concerning or Showing Defendant’s bad faith in adopting
Defendant’s 144 Mark.

31. All Documents and Things Concerning or Showing Defendant’s bad faith in adopting
Defendant’s 723 Mark.

32. All Documents and Things Concerning or Showing that Defendant has used
Defendant’s 144 Mark on or in connection with meat or beef for the purpose of confusing

customers.

33.  All Documents and Things Concerning or Showing that Defendant has used

Defendant’s 723 Mark on or in connection with meat or beef for the purpose of confusing

customers.

34, All Documents and Things Concerning or Showing that Defendant’s meat or beef

products sold in shipping containers bearing Defendant’s 144 Mark have ever been of less than
high quality.



35. All Documents and Things Concerning or Showing that Defendant’s meat or heef

products sold in shipping containers bearing Defendant’s 723 Mark have ever been of less than

high quality.

36. All Documents and Things Concerning or Showing that Plaintiff (including any of its
officers or executives) ever sent Communications of any kind to Defendant (including any of its
officers or executives) objecting or complaining in any way about Defendant’s use of Defendani’s

144 Mark.

37. All Documents and Things Concerning or Showing that Plaintiff (including any of its
officers or executives) ever sent Communications of any kind to Defendant (including any of its

officers or executives) objecting or complaining in any way about Defendant’s use of Defendant’s
723 Mark.

38. All Documents and Things Concerning or Showing the strength of Plaintiff’s Mark, of
which Plaintiff is aware.

39. Al Documents and Things Concerning or Showing the fame of Plaintiff’s Mark, of

which Plaintiff is aware.

40. All Documents and Things Concerning or Showing any instances of actual customer
confusion of any kind of which Plaintiff is aware involving Plaintiff’s customers or potential
customers of its products marketed under Plaintiff’s Mark and/or involving Defendant’s customers

or potential customers of its products marketed under Defendant’s 144 Mark.

41. All Documents and Things Concerning or Showing any instances of actual customer
confusion of any kind of which Plaintiff is aware involving Plaintiff’s customers or potential
customers of its products marketed under Plaintiff’s Mark and/or involving Defendant’s customers

or potential customers of its products marketed under Defendant’s 723 Mark.

42, All Documents and Things Concerning or Showing Defendant’s intent when Defendant

adopted Defendant’s 144 Mark.



43. All Decuments and Things Concerning or Showing Defendant’s intent when Defendant

adopted Defendant’s 723 Mark.

44, All Documents and Things Showing that Plaintiff prior to November 15, 2013 ever sent

Communications to Defendant objecting in any way to any name or Trademark used by

Defendant.

45. All Docnments and Things, including purchase orders, created or dated between January

1, 1992 and December 31, 2005 Concerning purchases of beef by Plaintiff from Defendant.

46. All Docaments and Things, including purchase orders, created or dated between January
1, 2006 and May 11, 2015 Concerning purchases of beef by Plaintiff from Defendant.

47. All Doemments and Things, including purchase orders, created or dated between January
1, 2006 and May 11, 2015 Concerning purchases of Angus beef by Plaintiff from Defendant.

48. All Documents and Things Showing All federal Trademark applications or registrations
ever filed by Plaintiff for a Trademark, which constitutes the single word “Omaha” (in any font or
capitalization), and which does not include any other words.

49. All Documents and Things Showing that Plaintiff has ever used a Trademark, which
constitutes the single word “Omaha” (in any font or capitalization), and which does not include any
other words.

50.  All Documents and Things which Plaintiff submitted to the U.S. Department of
Agriculture between January 1, 1992 and December 31, 2008 in which Plaintiff identified
Defendant as a supplier of beef.

51.  All Documents and Things which Plaintiff submitted to the U.S. Department of

Agriculture between January 1, 2009 and May 11, 2015 in which Plaintiff identified Defendant as a
supplier of beef.

52. All Documents and Things Showing or Concerning studies or surveys designed or

conducted by or for Plaintiff in which Defendant’s 144 Mark was shown to any survey
respondents.



53. All Documents and Things Showing or Concerning studies or surveys designed or
conducted by or for Plaintiff in which Defendant’s 723 Mark was shown to any survey

respondents.

54. All Documents and Things Showing or Concerning studies or surveys designed or
conducted by or for Plaintiff in connection with this consolidated proceeding (entitled Cancellation
No. 92061474) which have not previously been produced, delivered or in some manner provided by
Plaintiff to Defendant.

55. All Documents and Things Showing or Concerning any instances or occurrences of actual
confusion as to source which Plaintiff believed or believes involved Persons who became confused
in any way because of the concurrent use of Defendant’s company names or Trademarks and
Plaintiff’s company names or Trademarks.

56. All Documents and Things, including purchase orders, created or dated between January 1,
2006 and May 11, 2015 Concerning purchases of beef by Plaintiff from Defendant.

!
57. All Documents and Things Showing payments made by Plaintiff to Defendant between
January 1, 2006 and May 11, 2015 Concerning purchases of beef by Plaintiff from Defendant.

.ﬂ. &?ﬁww %%wvwwfé—/

L. Stephen Samuels

Registration No. 20,919

Samuels & Hiebert LL.C

Two International Place, 23rd Floor
Boston, MA 02110

Tel: (617) 426-9181 Ext. 107

Fax: (617)426-9182

E-mail: ISS@SamuelsTM.com

Attorney for Defendant
CERTIFICATE OF SERVICE
I hereby certify that the foregoing document was served upon the other party by e-mail on
August 5, 2015. t9. E ;
L. Stephen Samuels
252,15G



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Omaha Steaks International, Inc.
Plaintiff

Greater Omaha Packing Co., Inc.

Defendant

Cancellation No. 92061474
Registration No. 4690144
Registration No. 4721723

DEFENDANT’S FIRST REQUEST FOR ADMISSIONS

Pursuant to Rule 36 of the Federal Rules of Civil Procedure, Defendant hereby serves its
Request for Admissions upon Plaintiff to be admitted or denied under oath, said admissions or

N

denials to be served upon Defendant’s Attorney within 30 days of service hereof.

This Request for Admissions shall be deemed to be continuing and Plaintiff shall be
obligated to change, supplement and amend its responses as prescribed by Rule 26(e) of the Federal

Rules of Civil Procedure.

For purposes of this Request, the definitions set forth in the accompanying Defendant’s First

Interrogatories shall apply.

DEFINITIONS



OBJECTIONS

If an objection is made to responding to all or part of any Request for Admissions, state the

specific grounds on which the objection is based, and respond to the Request for Admissions to the

extent to which it is not objected.

o

REQUEST FOR ADMISSIONS

Admit or deny that:

Plaintiff is not presently aware of any instances of actual customer confusion occurring
because of the resemblance of Defendant’s 144 Mark to Plaintiff’s Mark.

Plaintiff is not presently aware of any instances of actual customer confusion occurring
because of the resemblance of Defendant’s 723 Mark to Plaintiff’s Mark.

Omaha, Nebraska is the corporate headquarters of Plaintiff,

In 1966, Plaintiff (that term is defined in Definition (2) in the accompanying Defendant’s
First Interrogatories) changed its corporate name to Omaha Steaks International, Inc.

Plaintiff has no Documents Showing that, prior to 1965, Plaintiff used the name Omaha
Steaks International, Inc.

Plaintiff has no Documents Showing that, prior to 1968, Plaintiff used Plaintiff’s Marlk on
meat products.

Since at least as early as 1940, Plaintiff has been aware of the existence of Defendant.
Since at least as early as 1966, Plaintiff has been aware of the existence of Defendant.

Between 1940 and 1950, Plaintiff purchased beef from Defendant,

10. Between 1950 and 1960, Plaintiff purchased beef from Defendant.

11. Between 1960 and 1966, Plaintiff purchased beef from Defendant,

12. Between 1966 and the present, Plaintiff purchased beef from Defendant,

13. Plaintiff has never brought a federal trademark infringement suit against Defendant.

2.



14. There are no words in Defendant’s 144 Mark which are identical to Plaintiff’s Mark
except for the word “OMAHA.”

15. There are no words in Defendant’s 723 Mark which are identical to Plaintiff’s Mark
except for the word “OMAHA.”

16. Plaintiff has been located in Omaha, Nebraska since approximately 1917.

17. At least one of the reasons why the word “OMAHA” in Plaintiff’s Mark was originally
chosen by Plaintiff was because Plaintiff was located in Omaha, Nebraska.

18. Plaintiff produces and ships substantially all of its meat products marketed under Plaintif{’s
Mark from Omaha, Nebraska or from locations no more than 100 miles from Omaha,
Nebraska.

19. Omaha is the largest city in Nebraska.

20. The Union Stockyards operated in Omaha from approximately 1883 to approximately 1991.

21. Omaha, Nebraska was a large meatpacking industry center from approximately 1955 to
approximately 1991,

22. The “Omaha Beef” is a professional indoor football team based in Omaha, Nebraska. [See
Exhibit 1]

23. Great American Farms, Inc. offers “GOURMET STEAKS from OMAHA” at its website at
www.gafarms.com. [See Exhibit 2]

24. Omaha Culinary Tours offers a “Classic Omaha Steakhouse Bus Tour” at its website at
www.omahaculinarytours.conm/¥!classic-steakhouse-food-tour/clble. [See Exhibit 3]

25. “Omaha Prime” is the name of a steakhouse in Omaha at 415 5. 11th Street, Omaha, NE
68102.

26. The “Omaha Prime” restaurant has a website at www.omala-prime.com, [See Exhibit
4]

27. Omaha Meat Processors oOperates a meat processing facility at 6016 Grover Street in Omaha.
[See Exhibit 5]



28.

30.

31

32.

33.

34,

35.

36.

37.

38.

39,

40

41.

“B.I.G. MEATS OMAHA,” located at 4853 South 137th Street, Omaha, offers beef and
other meats at its website at www.bigmeatsomaha.con. [See Exhibit 6]

. Plaintiff does not currently sell boxed beef primal cuts.

Plaintiff has purchased boxed beef primal cuts from Defendant.

Plaintiff has no Documents or any other evidence Concerning confusion as to source
between Diefendant’s 144 Mark and Plaintiff’s Mark.

Plaintiff has no Documents or any other evidence Concerning confusion as to source
between Defendant’s 723 Mark and Plaintiff’s Marl.

Plaintiff has no present knowledge that it has ever received any Communications that were
intended to be directed to Defendant.

Plaintiff’s officers all have their offices in Omaha, Nebraska.

Plaintiff has never used the single word “Omaha,” without any other words, as a
Trademark for meat products, to the best of Plaintiff's knowledge.

Plaintiff does not own any federal trademark registrations for the single word “Omaha.”

Defendant has never used the two-word phrase “Omaha Steaks” as a Trademark or as a
company name, to the best of Plaintiff’s knowledge.

Prior to January 1, 1965, Plaintiff did not use PlaintifPs Mark on or in connection with
meat products.

Prior to January 1, 1952, Plaintiff did not use Plaintiff’s Mark on or in connection with
meat products.

. Prior to May 11, 2015, Plaintiff never made any objection to Defendant about Defendant’s

use of its full corporate name,

Prior to May 11, 2015, Plaintiff never made any objection to Defendant about Defendant’s
use of the first three words in its corporate name.

. Prior to May 11, 2015, Plaintiff never made any objection to Defendant about

Defendant’s use of Defendant’s 144 Mark.



43,

44,

45,

46.

47.

48.

49.

50.

52,

53.

54,

55.

56.

Prior to May 11, 2015, Plaintiff never made any objection to Defendant about Defendant’s
use of Defendant’s 723 Mark.

Plaintiff made purchases of Angus beef from Defendant prior to July 1, 2009.

Plaintiff has access to its own records Showing Documents or copies of invoices and/or
bills of lading received from Defendant for Angus beef purchases which Plaintiff made
from Defendant prior to July 1, 2009,

Plaintiff has Documents or copies of invoices and/or bills of lading sent by Defendant to
Plaintiff for Angus beef purchases dated prior to July 1, 2009.

Plaintiff has not sold meat or beef products bearing Plaintiff’s Mark directly to independent
wholesalers since July 1, 2009.

Plaintiff’s packages of meat products bearing Plaintiff’s Mark always.bear a statement
describing Plaintiff as being located in Omaha, Nebraska.

Since July 1, 2009, Plaintiff has not used Plaintiff’s Mark on or in connection with the sale
of boxed beef primal cuts.

Plaintiff has no Documents Showing that it ever used Plaintiff’s Mark on or in connection
with the sale of boxed beef primal cuts.

- Plaintiff has used and continues to use its Plaintiff’s Mark on steaks produced by Plaintiff

in Omaha, Nebraska.

Plaintiff has not filed any federal trademark applications for the single word “Omaha,” to the
best of Plaintiff’s knowledge.

Plaintiff has not used the word “Omaha” as a single word Trademark (without any other
words) on meat or beef products since J anuary 1, 2009, to the best of Plaintiff’s knowledge.

Since at least as early as 1951, Plaintiff has been aware that Defendant’s name has been
Greater Omaha Packing Co. or Greater Omaha Packing Co., Inc. or a name which began
with the words Greater Omaha Packing.

Plaintiff purchased beef from Defendant in every decade beginning with the decade
opening January 1, 1940,

There has never been an adjudication by the PTO or by any Federal Court or State Court
that Plaintiff’s Mark is or was “famous.”



57. Plaintiff has no Documents or any other evidence Showing that Plaintiff’s rights to or
under Plaintiff’s Mark accrued earlier than January 1, 1965.

58. Plaintiff has no Documents or any other evidence Showing that Plaintiff’s rights to or
under Plaintiff’s Mark accrued earlier than December 31, 1968.

59. Plaintiff has no Documents or any other evidence Showing that Plaintiff’s rights to or
under Plaintiff’s Mark accrued as early as 1952.

60. Plaintiff has (or has access to) records or Documents Concerning or Showing Defendani’s
purchase orders for beef purchases which Plaintiff made from Defendant between January
1, 1992 and December 31, 2005.

61. Plaintiff has (or has access to) records or Documents Concerning or Showing Defendant’s
purchase orders for beef purchases which Plaintiff made from Defendant between J anuary
1, 2006 and December 31, 2009.

62. Plaintiff has (or has access to) records or Documents Concerning or Showing Defendant’s
purchase orders for beef purchases which Plaintiff made from Defendant between J anuary
1, 2010 and December 31, 2010.

63. Plaintiff has (or has access to) records or Documents Concerning or Showing Defendant’s
purchase orders for beef purchases which Plaintiff made from Defendant between J anuary
1, 2011 and December 31, 2011.

64. Plaintiff has (or has access to) records or Documents Concerning or Showing Defendant’s

purchase orders for beef purchases which Plaintiff made from Defendant between J anuary
1, 2012 and December 31, 2012.

65. Plaintiff has (or has access to) records or Documents Concerning or Showing Defendant’s

purchase orders for beef purchases which Plaintiff made from Defendant between January
1, 2013 and December 31, 2013.

66. Plaintiff has (or has access to) records or Documents Concerning or Showing Defendant’s

purchase orders for beef purchases which Plaintiff made from Defendant between January
1, 2014 and December 3 1,2014.

67. Plaintiff uses Plaintiff’s Mark on all of its meat products.



68.

69.

70.

71.

72.

73.

74.

75.

76.

77.

Plaintiff has no Documents or Things or anything else Showing that Plaintiff ever used the
Plaintiff's Mark as a Trademark prior to January 1, 1965.

Plaintiff has no Documents or Things or anything else Showing that Plaintiff ever used the
Plaintiff's Mark as a Trademark between January 1, 1965 and December 31, 1968.

Plaintiff has no Documents or Things or anything else Showing that Plaintiff ever used the
Plaintiff's Mark as a Trademark between January 1, 1952 and December 31, 1964.

Plaintiff made payments to Defendant during the calendar year 2009 for beef purchases
made from Defendant.

Plaintiff made payments to Defendant during the calendar year 2010 for beef purchases
made from Defendant.

Plaintiff made payments to Defendant during the calendar year 2011 for beef purchases
made from Defendant.

Plaintiff made payments to Defendant during the calendar year 2012 for beef purchases
made from Defendant.

Plaintiff made payments to Defendant during the calendar year 2013 for beef purchases
made from Defendant.

Plaintiff made payments to Defendant during the calendar year 2014 for beef purchases
made from Defendant.

Plaintiff made payments to Defendant during the calendar vear 2015 for beef purchases

made from Defendant.
oo
og &7&4 &‘\M w“"w-ﬁ"'

L. Stephen Samuels
Registration No. 20,919
Samuels & Hiebert LLC

Two International Place

23rd Floor

Boston, MA 02110-4104

Tel: (617) 426-9181 (Ext. 107)
Fax: (617) 426-9182

E-mail: ISS@SamuelsTM.com
Attorney for Defendant




CERTIFICATE QF SERVICE

[ hereby certify that a true copy of the foregoing document was served upon the attorney for

the other party by email on August 5, 2015.
j . &f’%"" "(&i""’l s tle

L. Stephen Samuels
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Team Wins  toss PCT
Wichita Wild g 2 B18%
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1-800-328-33635

5 AM 10 8 PM Easiern Time

25 Years of Service , Your Shopping Cart

} Item # Qty Price §
For home or office delivery of

great gourmet foods.

Subtotaf; $0.00

L ]
! Search:; .

Hoo ' GAFarms.com is undergoing

Pork a redesign.

Poultry

Seafood

Family Fare
Gourmet Ravioll Search: “Seareh”.

Side Dishes & Malch aII words. Try with & wlthout plurals | Clear
Snacks
Appetizers
Deasseris

Burgers, Franks &
Sausages

SUNMER (4, WETE L b AL
SPECIALS TOP SERLOIN Gourmet Chops

Chicken Breast

Combos STEAKS ___§1arﬁn ALS30.80  Fllets (Skinless &
] ik Boneless)
Starting At.$24 90

TAILGATE FOOD Starting MSama0

Bulk Steaks

Holiday Dinners
Prepared Meals

Party Food
Corporate Food
Gifts
Wild Game
—— Cooki Crotssants Gourmat 50 Individual
=¥ t°l_° ‘t;‘g Startl ALsz o0 JUMBO Boef Vegetables, Appstizars - Soo
nstructions B Ravioli Flame-Roasted  Party Food For
Steak Starting At318,80 80 Packages
Turkay & Chicken BethE Starting AL$47 0
Meats
Seafood
Sealood (Stuffed &
Breaded)
Privacy Palicy
Terms of Use : ¥ g
Shipping Burgers, Franks. Honay Dijon Cheaf Pat's
EiContact Us Sausages Chicken Breast Speclals
Starung AL$25,90 s:arung AL§39:99 s:arting AL363.90

Links

Site created by
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Gourmet Tailgate a-BULK Package Turkey Dinnerfor Appetizer Party

Food for Your ONE 48 2 Food
Team GOURMET Stoaks Starling At$138.80  Starting At$134,80

EViswisaiaciioha’ WS alBetidhg

m--:} When you think of GOURMET STEAKS from OMAHA, then use your
Imagination and think about a steak so tender, so juicy, and so lean that
you will know you are in heaven, Stop for 2 moment and let that sink in for
a while and remember you got them from Great American Farms, That
sweet flavor of mild Filet Mignons wrapped with a delicious bacon,
skewered on for easy cooking. |t won't be hard to understand why It's tha
best! Also remember you got them from Great American Farms.

http://gafarms.com/ 9/17/2014
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Tastes of the city's best steaks, guided fun. and round trip transportation are
included in tha ticket price.

Advancad purchase required,

Get ready to Savor the City with our Classic Omaha Steakhouse Bus Tour! Truly a
meat-lavars paradizel

Getinfo & ook tickets:

Buy Tickets! Classic Omaha Stealkhause Bus Tour
Or call (8CG0) 979-3370

http://www.omahaculinarytours.com/ Ex. 3 9/17/2014

































